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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 29 July 2004 . 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) n Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-6 and 24-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-6 and 24-29 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 29 July 2004 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or forni PTO-152. 

Priority under 35 U.S.C. § 119 

^2)^} Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 
_ .2.n Certified copies of the priority documents have been-received in Application No. ^ 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) Q Notice of References Cited (PTO-892) 4) □ Interview Sunnmary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) f'aper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mall Date . 6) □ Other: . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 20041117 
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DETAILED ACTION 
Drawings 

The corrected or substitute drawings were received on July 29, 2004. These drawings are 
accepted. 

Response to Amendment 

Applicant's arguments/amendments with respect to amended claim 24 and original claims 1-6 
and 25-29 filed July 29, 2004 have been fully considered but are not persuasive. Applicant's 
withdrawal of non-elected claims 7-23 are hereby acknowledged. The Examiner would like to 
point out that this action is made final (See MPEP 706.07a). 

Applicant contends, . . Yamada (prior art of record) fails to disclose an integrated 
circuit. . ." The Examiner would like to point out that Yamada teaches (Figure 5) a block diagram 
showing an example of circuit configuration of the in which both the address scramble function 
and the wrap address conversion function for the SDRAM are included. Yamada teaches that 
when both of the address inversion scramble function and the wrap conversion operation for 
testing the SDRAM are to be used, the present invention can be configured as shown in FIG. 5. 
In this example, the internal logic structure of the Y scramble memory 32 is formed of a 
combination of the logic circuit information for the sequential address mode of FIG. 3 and the 
logic circuit information for the scramble conversion. Further, the internal logic structure of the 
Y scramble memory 32 can be formed of a combination of the logic circuit information for the 
interleave address mode of FIG, 4 and the logic circuit information for the scramble conversion. 
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In this case, however, a signal for separating the wrap conversion circuit from the scramble 
circuit cannot be taken out, and thus, a signal for failure analysis cannot be obtained. In the 
above embodiment, the wrap conversion function is performed in the Y scramble memory. 
However, it is also possible to include the wrap conversion function in the X scramble memory 
as well The Examiner would like to point out that Yamada does not teach that all the elements 
are not on a integrated circuit and one of ordinary skill in the art would have recognized that 
testing an SRAM would high likely be done on a integrated circuit or a semiconductor device as 
stated in the present application. Furthermore, the Examiner would like to point out that the even 
if all the elements were not to be on the same circuit, the claims of the present application would 
not be patentably distinct over Yamada. See In re Larson 144 USPQ 347 (CCPA 1965). In 
addition, the Umitation of "integrated circuit" and "semiconductor device" only appear in the 
preamble of the claims, in particularly claims 1 and 24. The MPEP specifically states that only 
the terminology in the preamble that limits the claim language be considered. In the present 
application, the limitations of "integrated circuit" and "semiconductor device" only appear in the 
preamble and do not further limit the claim language and therefore are not considered. See 
MPEP 2111.02. 

PREAMBLE STATEMENTS RECITING PURPOSE OR INTENDED USE 

The claim preamble must be read in the context of the entire claim. The determination of 
whether preamble recitations are stmctural-limitations or mere statements of purpose or use 
''can be resolved only on review of the entirety of the [record] to gain an understanding of what 
the inventors actually invented and intended to encompass by the claim, '' Coming Glass Works, 
868 F.2d at 1257, 9 USPQ2d at 1966. If the body of a claim fully and intrinsically sets forth 
all of the limitations of the claimed invention, and the preamble merely states^ for example, 
the purpose or intended use of the invention, rather than any distinct definition of any of the 
claimed invention's limitations, then the preamble is not considered a limitation and is of no 
significance to claim construction. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F. 3d 1298, 
1305, 51 USPQ2d 1161, 1165 (Fed. Or. 1999). See also Rowe v. Dror, 112 F.3d 473, 478, 42 
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USPQ2d 1550, 1553 (Fed. Cir 1997) Cohere a patentee defines a structurally complete 
invention in the claim body and uses the preamble only to state a purpose or intended use for 
the invention, the preamble is not a claim limitation Kropa v. Robie, 187 F.2d at 152, 
88 USPQ2d at 480-81 (preamble is not a limitation where claim is directed to a product and the 
preamble merely recites a property inherent in an old product defined by the remainder of the 
claim); STXLLC v. Brine, 211 K3d 555, 591, 54 USPQ2d 1347, 1350 (Fed. Cir 2000) 
(holding that the preamble phrase ''which provides improved playing and handling 
characteristics" in a claim drawn to a head for a lacrosse stick was not a claim limitation). 
Compare > Jansen v. Rexall Sundown, Inc., 342 F3d 1329, 1333-34, 68 USPQ2d 1154, 1158 
(Fed. Cir 2003) 



Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubhcation in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

Claims 1 and 24 are rejected under 35 U.S.C. 102(b) as being anticipated by Yamada et al. 
(USPN 5854801). Prior office action: 

As per claims 1 and 24, Yamada et al. (herein after: Yamada) teaches (title, abstract and 
Figure 1) a method and apparatus for generating patterns for SDRAM memory. A test pattern is 
generated for the SDRAM by having a specific wrap conversion circuit or an address conversion 
method. The wrap conversion circuit is provided to receive two kinds of data from a pattern 
generator and converts the data through a predetermined logic circuit information. The test 
pattern generation method for the SDRAM is carried out by inputting the column address data 
Y0-Y2 and the wrap address data Z0-Z2, and by generating output data which has been 
converted by a predetermined logic equation. The test pattern generation apparatus and method 
can also include an address inversion scramble for the converted output. Furthermore, Yamada 
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teaches (Figure 1) the wrap address conversion circuit 40 is provided at an output of a pattern 
generator 10. For the wrap address conversion circuit 40, data (Y0-Y8) corresponding to the bit 
length of the column address of the SDRAM is provided from the pattern generator 10. At the 
same time, data (Z0-Z2) corresponding to the bit length of the wrap address of the SDRAM is 
provided to the wrap address conversion circuit 40 from the pattern generator 10. Yamada also 
teaches (col. 4, lines 25-65) the address inversion scramble is used for converting the address 
between the logical address and the physical address of the device under test. This is a function 
to convert the address because the chip alignment within the device to be tested is freely 
designed and determined to meet the physical and operational conditions of the device for each 
kind of devices and such an alignment does not match the logical address given at the outside of 
the device. Thus, the address inversion scramble is a function necessary to perform failure 
analysis with respect to the internal operation of the device under test. 

Claim Rejections - 35 USC §103 
The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2, Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4, Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 2-6 and 25-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamada et 
al. (USPN 5854801). 
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As per claims 2-4 and 25-27, Yamada et al. (herein after: Yamada) substantially teaches, 
in view of above rejections, a conversion circuit as shown in Figure 1 . 

Yamada does not explicitly teach the conversion circuit to comprise of a ROM, RAM or 
EEPROM as stated in the present application. 

However, Yamada teaches (col. 2, lines 10-63) a test pattern generation apparatus is 
provided to effectively test an SDRAM. The pattern generation apparatus includes a- wrap 
address conversion means which is provided with two (2) kinds of data (Y0-Y2) and (Z0-Z2) 
from a pattern generator and outputs converted addresses which have been converted based on 
a predetermined logic circuit information in the conversion means. The Examiner would like to 
point out that the conversion circuit inherently has to have temporarily storage device, for 
example a RAM, which is a type of storage memory that can be used while operating. Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate a RAM, ROM or EEPROM within the conversion circuit of Yamada. This 
modification would have been obvious to one of ordinary skill because one of ordinary skill 
would have recognized that the use of EEPROM, RAM or ROM allows the electronic device to 
detect nonfiinctional memory cell locations. 

As per claims 5-6 and 28-29, Yamada et al. (herein after: Yamada) substantially teaches, 
in view of above rejections, the address inversion scramble is used for converting the address 
between the logical address and the physical address of the device under test. This is a fiinction 
to convert the address because the chip alignment within the device to be tested is freely 
designed and determined to meet the physical and operational conditions of the device for each 
kind of devices and such an alignment does not match the logical address given at the outside of 



Application/Control Number: 09/83 5, 1 70 Page 7 

Art Unit: 2133 

the device. Thus, the address inversion scramble is a function necessary to perform failure 
analysis with respect to the internal operation of the device under test. Further, the output of the 
wrap conversion circuit 40 can be given to a failure analysis apparatus. 

The Examiner disagrees with the Applicant and maintains rejections with respect to amended 
claim 24 and original claims 1-6 and 25-29. All arguments have been considered. It is the 
Examiner's conclusion that amended claim 24 and original claims 1-6 and 25-29 are not 
patentably distinct or non-obvious over the prior art of record. See prior office action. 

Conclusion 

TfflS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. The prior art made of record and not relied upon is considered pertinent 
to applicants disclosure. 
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Any inquiries concerning this communication should be directed to the examiner, 
Mujtaba Chaudry who may be reached at 571-272-3817. The examiner may normally be reached 
Mon - Thur 6:30 am to 4:30 pm 

If attempts to reach the examiner by telephone are unsuccessful, please contact the 
examiner's supervisor, Albert DeCady at 571-272-3819. 





November 17, 2004 
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